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DETAILED ACTION 

Specification 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

1 . Claim 5 is amended on 06/ 1 0/2009 with term "server" instead of "computer readable 
medium". The disclosure indicates "the home location database is intended to provide a generic 
expression which includes within its scope a home location register & a home subscriber server". 
The examiner interprets "generic expression" is limited to "a home location register & a home 
subscriber server" for the sake of compact prosecution. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
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claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

4. Claims 1, 2, 6-12, and 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shmulevich et al. (US PGPUB # US 2001/0036173 Al) herein after referred as 
Shmulevich in view of GSM 3GPP TS23.040 V4.8.0 herein after referred as TS 23.040 and 
further in view of Provost et al. (US Patent # US 6801781 Bl) herein after referred as Provost. 

5. Regarding claim 1, Shmulevich disclose a telecommunications system for 
communicating a Short Message Service (SMS) message to a user equipment using a subscriber 
identity number terminating on an Internet Protocol network using an Internet Protocol (IP) 
(Shmulevich: Abstract & Fig 1, 2 along with paragraph 0008-0009), the user equipment 
acting as an Internet Protocol (IP) client, (Shmulevich: paragraph 0024 discloses LAN linking 
to the control unit ) the system comprising a short message service centre (SM-SC) 
(Shmulevich: paragraph 0007 & Fig 2:42), a gateway mobile switching centre (GMSC) 
(Shmulevich: Fig 2:72) of an SMS network for communicating SMS messages, an Internet 
Protocol/SMS (IP/SMS) gateway (Shmulevich: Fig 5:112 , Fig 3A: 74 & paragraph 0019 & 
0020, 0054) for communicating between the SMS network and the IP network and a home 
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location database (HLR/HSS) (Shmulevich: paragraph 0073, 0074) for maintaining address 
data identifying a current location of a user equipment, the gateway mobile switching centre 
being operable in response to the SMS message received from the short message service centre 
to interrogate the home location database for an address to which the SMS message should be 
sent, the home location database being operable to provide the gateway mobile switching centre 
with an address of the IP/SMS gateway stored in association with the subscriber identity number, 
the gateway switching centre being operable to send the SMS message to the IP/SMS gateway, 
the IP/SMS gateway being operable to retrieve an Internet Protocol address corresponding to the 
subscriber identity number stored in an IP/SMS database associated with the IP/SMS gateway, 
and to communicate the SMS message to the user equipment at the retrieved IP address via the 
IP network, wherein the IP network includes an authentication server which is operable to 
determine the IP/SMS gateway address from the IP network via which the user equipment is 
communicating, and to communicate the IP/SMS gateway address to the home location database, 
the IP/SMS gateway address being stored in the home location database in association with the 
subscriber identity number for retrieval by the gateway mobile switching centre in response to 
the received SMS message. However, Shmulevich fails to discloses explicitly the user 
equipment acting as an Internet Protocol (IP) client & details and definitions of the gateway 
mobile switching centre being operable in response to the SMS message received from the short 
message service centre to interrogate the home location database for an address to which the 
SMS message should be sent, the home location database being operable to provide the gateway 
mobile switching centre with an address of the IP/SMS gateway stored in association with the 
subscriber identity number, the gateway switching centre being operable to send the SMS 
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message to the IP/SMS gateway, the IP/SMS gateway being operable to retrieve an Internet 
Protocol address corresponding to the subscriber identity number stored in an IP/SMS database 
associated with the IP/SMS gateway, and to communicate the SMS message to the user 
equipment at the retrieved IP address via the IP network, wherein the IP network includes an 
authentication server which is operable to determine the IP/SMS gateway address from the IP 
network via which the user equipment is communicating, and to communicate the IP/SMS 
gateway address to the home location database, the IP/SMS gateway address being stored in the 
home location database in association with the subscriber identity number for retrieval by the 
gateway mobile switching centre in response to the received SMS message. 
6. However, the examiner maintains that it was well known in the art to provide details and 
definitions of the gateway mobile switching centre being operable in response to the SMS 
message received from the short message service centre to interrogate the home location 
database for an address to which the SMS message should be sent (Functionality define by the 
standard TS 23.040: page 26, fig 5 & page 27, Section 5.2.1. line [1-2]) , the home location 
database being operable to provide the gateway mobile switching centre with an address of the 
IP/SMS gateway stored in association with the subscriber identity number (Definition of SMS- 
GMSC define by standard TS 23.040: page 26, fig 5 & page 9, Section 2.2.1 The subscriber 
identity number used with the databases is the International Mobile Subscriber Identity 
[IMSI]), the gateway switching centre being operable to send the SMS message to the IP/SMS 
gateway (Definition of SMS-GMSC & MSC/SGSN by standard TS 23.040: page 26, fig 5 & 
page 9, Section 2.2.1), the IP/SMS gateway being operable to retrieve an Internet Protocol 
address corresponding to the subscriber identity number stored in an IP/SMS database associated 
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with the IP/SMS gateway (Definition of MSC/SGSN TS 23.040: page 26, fig 5 & page 9, 
Section 2.2.1), and to communicate the SMS message to the user equipment at the retrieved IP 
address via the IP network (TS 23.040 section 2.1.1 MSC/SGSN described as performing 
packet switching which indicates having a database that provides appropriate labels for 
switching), wherein the IP network includes an authentication server (TS 23.040: page 92, Fig 
16a: note 1 indicates authentication procedure which indicates presence of authentication 
server via IP network) which is operable to determine the IP/SMS gateway address from the IP 
network via which the user equipment is communicating, and to communicate the IP/SMS 
gateway address to the home location database (MNRR definition describes when SGSN 
address is communicated to HLR as defined by TS 23.040: Page 14), the IP/SMS gateway 
address being stored in the home location database in association with the subscriber identity 
number for retrieval by the gateway mobile switching centre in response to the received SMS 
message (TS 23.040 section 2.1.1 describes that the gateway holds SMS routing information 
which would include IP and SMS address information and IMSI number). 

7. Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify the Shmulevich with the teachings of TS 23.040 for the 
purpose of providing compatibility with the 3GPP standard. 

8. However, Shmulevich in view of TS 23.040 fail to disclose the user equipment acting as 
an Internet Protocol (IP) client, however, the examiner maintains that it was well known in the 
art to provide the user equipment acting as an Internet Protocol (IP) client as taught by Provost 
(Provost: Fig 5A & Col. 6 lines [1-16] & Col 3 lines [34-47] discloses Mobile capable of 
handling IP protocol transaction). 



Application/Control Number: 10/574,737 Page 7 

Art Unit: 2617 

9. In a similar field endeavor Provost discloses providing a supplementary service in a 
mobile communication system. In addition, Provost discloses the user equipment acting as an 
Internet Protocol (IP) client. 

10. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Shmulevich in view of TS 23.040 by specifically providing the 
user equipment acting as an Internet Protocol (IP) client as taught by Provost for the purpose of 
providing compatibility with GPRS standard. 

11. Regarding claim 2, Shmulevich in view of Provost & TS 23.040 discloses everything 
in claim 1 as above, wherein the authentication server is operable to determine the IP address of 
the user equipment when communicating via the IP network (Shmulevich: Fig 6 & paragraph 
0059 indicates use of LAN & WAN , in both the case wireless router performs this 
operation on internet), and to communicate the IP address of the user equipment to the IP/SMS 
gateway for storing in the IP/SMS database associated with the IP/SMS gateway for retrieval by 
the IP/SMS gateway in response to the received SMS message (IP addresses are part of 
internet IP packets, and the storage of these addresses is equivalent to routing tables in 
gateways which maps it to appropriate address in connecting network, here its mapping 
from IP network to cellular network). This claim is rejected for the same motivation as claim 
1. 

12. Regarding claim 6, Shmulevich disclose a method of communicating a Short Message 
Service (SMS) message to a user equipment using a subscriber identity number terminating on 
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an Internet Protocol (IP) network using an Internet Protocol (IP) (Shmulevich: Abstract & Fig 
2: 76, along paragraph 0008, 0009), the user equipment acting as an Internet Protocol (IP) 
client, the method comprising maintaining address data identifying a current location of the user 
equipment in a home location database (Shmulevich: Fig 2, paragraph 0025 lines[8-12] & TS 
23.040 uses GMSC , SMSC & SME gateways, and HLR database), receiving the SMS 
message at a gateway mobile switching centre (GMSC) of an SMS network for communicating 
the SMS message, providing, to the gateway mobile switching centre, from the home location 
database an address of an Internet Protocol/SMS gateway for communicating between the SMS 
network and the IP network (Shmulevich: Fig 2 & TS 23.040 Section 4 describes messaging 
gateways [SMS-GMSC] with attached HLR database connecting to the SC and SME), 
sending the SMS message to the IP/SMS gateway, retrieving the IP address corresponding to the 
subscriber identity number from an IP/SMS database associated with the IP/SMS gateway 
(Shmulevich: Fig 2 & TS 23.040 section 2.1.1 describes that the gateway holds SMS 
routing information which would include IP/SMS address information, and TS 23.040 
section 3.8 describes SMS and Internet Email interworking), and communicating the SMS 
message to the user equipment at the retrieved IP address via the IP network (descriptive of 
internet operation), wherein the maintaining the address data comprises determining the 
IP/SMS gateway address from the IP network via which the user equipment is communicating 
using an authentication server connected to the IP network (Shmulevich: Fig 2 , paragraph 
[0022 -0024] describes IP router, Paragraph 0025 describes HSS which authenticates the 
user), communicating the IP/SMS gateway address from the authentication server to the home 
location database (Shmulevich: Fig 2 , & paragraph 0029), and storing the IP/SMS gateway 
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address in the home location database in association with the subscriber identity number for 
retrieval in response to the received SMS message. 

13. However Shmulevich fails to disclose specifically storing the IP/SMS gateway address 
in the home location database in association with the subscriber identity number for retrieval in 
response to the received SMS message. Examiner maintains that it was well known in the art to 
provide storing the IP/SMS gateway address in the home location database in association with 
the subscriber identity number for retrieval in response to the received SMS message (TS 23.040 
section 2.1.1 describes that the gateway holds SMS routing information which would 
include IP/SMS address information) as taught by TS 23.040. 

14. Therefore it would have been obvious to one of the ordinary skill in the art at the time 
invention was made to modify Shmulevich by specifically providing storing the IP/SMS 
gateway address in the home location database in association with the subscriber identity number 
for retrieval in response to the received SMS message as taught by TS 23.040 for the purpose of 
providing compatibility with 3 GPP standard. 

15. However, Shmulevich in view of TS 23.040 fail to disclose explicitly user equipment 
acting as an Internet Protocol (IP) client, however, the examiner maintains that it was well 
known in the art to provide user equipment acting as an Internet Protocol (IP) client as taught by 
Provost. 

16. In a similar field of endeavor Provost discloses providing a supplementary service in a 
mobile communication system. In addition Provost discloses user equipment acting as an 
Internet Protocol (IP) client. 

17. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to modify Shmulevich in view of TS 23.040 by specifically providing user 
equipment acting as an Internet Protocol (IP) client as taught by Provost, for the purpose of 
providing compatibility with GPRS standard. 

18. Regarding claim 7, Shmulevich in view of Provost & TS 23.040 discloses the method 
as claimed in Claim 6 as above, along with the method comprising determining the IP address of 
the user equipment when communicating via the IP network (Shmulevich: paragraph 0023- 
0025 discloses IP router with encryption (HSS authentication) operating attached to the 
internet), communicating the IP address of the user equipment to the IP/SMS gateway 
(Shmulevich: paragraph 0026 lines [1-13]), and storing the IP address of the user equipment in 
an IP/SMS database associated with the IP/SMS gateway (TS 23.040 section 2.1.1 describes 
that the gateway holds SMS routing information which would include IP/SMS address 
information), the IP address being stored in association with the subscriber identity number for 
retrieval in response to the received SMS message (TS 23.040 Section 4 describes messaging 
gateways [SMS-GMSC] with attached HLR database). This claim is rejected for the same 
motivation as claim 6. 

19. Regarding claim 8, Shmulevich in view of Provost & TS 23.040 discloses the method 
as claimed in Claim 6 as above comprising setting a flag in the home location database for at 
least the subscriber identity number of the user equipment, the flag being indicative of whether 
the user equipment is currently communicating via the IP network, the address of the IP/SMS 
gateway to which SMS messages should be sent being stored in association with the flag (TS 
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23.040 section 3.8.2.3 defines the Optional Control Flag which is user defined, here it is 
defined to provide information regarding UE's busy using IP network for the purpose of 
enabling decision to provide alternate means of routing). This claim is rejected for the same 
motivation as claim 6. 

20. Regarding claim 9, Shmulevich in view of Provost & TS 23.040 discloses everything 
in Claim 6 as above, along with setting the flag in the home location database to indicate that the 
user equipment is currently communicating via the IP terminated network, and not setting the 
flag to indicate that the SMS message should be communicated via a serving support node of a 
cellular mobile radio network for delivery to the user equipment (this limitation is read as use 
the flag in a binary fashion, wherein SET selects IP communication, and CLEARED selects 
mobile communication but this describes the opposite logical state of the flag described in 
claim 8) this claim is rejected for the same motivation as claim 6. 

21. Regarding claim 10, Shmulevich disclose a telecommunications system for 
communicating a Short Message Service (SMS) message to a user equipment using a subscriber 
identity number terminating on an Internet Protocol (IP) network using an Internet Protocol (IP) 
(Shmulevich: Fig 2 & TS 23.040 Fig 5 & section 4 describes a network from a Mobile 
Station to a service center [SC] that connects to short message entity [SME] on a fixed 
network outside the GSM network, and is capable of interconnecting messages with these 
external networks, and TS 23.040 section 2.1.1 describes that the gateway SMS-GMSC 
holds SMS routing information), the user equipment acting as an Internet Protocol (IP) client, 
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the system comprising means for maintaining address data identifying a current location of the 
user equipment in a home location database (Shmulevich: Fig 2 & TS 23.040 Fig 5 along with 
definition of SMS-GMSC describes function of MSC capable of receiving a SMS from SC, 
interrogating an HLR for routing information and SMS information and delivering SMS 
to the SGSN of the recipient MS), means for receiving the SMS message at a gateway mobile 
switching centre (GMSC) of an SMS network for communicating the SMS message (text is 
descriptive of GSM network), means for providing, to the gateway mobile switching centre, 
from the home location database an address of an Internet Protocol/SMS gateway for 
communicating between the SMS network and the IP network (TS 23.040 section 2.1.1 
describes that the gateway holds SMS routing information which would include IP/SMS 
address information), 

means for sending the SMS message to the IP/SMS gateway (TS 23.040 section 4 describes the 
SME connected to the SMS-GMSC), means for retrieving the IP address corresponding to the 
subscriber identity number from an IP/SMS database associated with the IP/SMS gateway 
(Shmulevich: Fig 2 & TS 23.040 SMS-GMSC with HLR database attached), and means for 
communicating the SMS message to the user equipment at the retrieved IP address via the IP 
network (descriptive of internet operation), wherein the means for maintaining the address 
data comprises means for determining from an authentication server forming part of the IP 
network the IP/SMS gateway address via which the user equipment is communicating, means for 
communicating the IP/SMS gateway address from the authentication server to the home location 
database, and means for storing the IP/SMS gateway address in the home location database in 
association with the subscriber identity number for retrieval in response to the received SMS 
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message. However Shmulevich fails to disclose the user equipment acting as an Internet 
Protocol (IP) client, & means for maintaining the address data comprises means for determining 
from an authentication server forming part of the IP network the IP/SMS gateway address from 
the IP network via which the user equipment is communicating, means for communicating the 
IP/SMS gateway address from the authentication server to the home location database and means 
for storing the IP/SMS gateway address in the home location database in association with the 
subscriber identity number for retrieval in response to the received SMS message however 
Examiner maintains that it will well known in the art to provide the user equipment acting as an 
Internet Protocol (IP) client & means for determining from an authentication server forming part 
of the IP network the IP/SMS gateway address from the IP network via which the user 
equipment is communicating (TS 23.040 Fig 18 b, c, d describes MS getting authenticated by 
VLR which is connected to SGSN), means for communicating the IP/SMS gateway address 
from the authentication server to the home location database (TS 23.040 Fig 5 describes VLR 
communicating to HLR via SGSN and SMSC-GMSC), and means for storing the IP/SMS 
gateway address in the home location database in association with the subscriber identity number 
for retrieval in response to the received SMS message (TS 23.040 section 2.1.1 describes that 
the gateway holds SMS routing information which would include IP/SMS address 
information as taught by TS 23.040. 

22. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Shmulevich by specifically providing means for determining 
from an authentication server forming part of the IP network the IP/SMS gateway address from 
the IP network via which the user equipment is communicating means for communicating the 



Application/Control Number: 10/574,737 Page 14 

Art Unit: 2617 

IP/SMS gateway address from the authentication server to the home location database, and 
means for storing the IP/SMS gateway address in the home location database in association with 
the subscriber identity number for retrieval in response to the received SMS message as taught 
by TS 23.040 for the purpose of providing compatibility with 3GPP standard. 

23. However, Shmulevich in view of TS 23.040 fail to disclose explicitly user equipment 
acting as an Internet Protocol (IP) client, however, the examiner maintains that it was well 
known in the art to provide user equipment acting as an Internet Protocol (IP) client as taught by 
Provost. 

24. In a similar field of endeavor Provost discloses providing a supplementary service in a 
mobile communication system. In addition Provost discloses user equipment acting as an 
Internet Protocol (IP) client. 

25. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Shmulevich in view of TS 23.040 by specifically providing user 
equipment acting as an Internet Protocol (IP) client as taught by Provost, for the purpose of 
providing compatibility with GPRS standard. 

26. Regarding claim 11, Shmulevich in view of Provost & TS 23.040 discloses everything 
in claim 10 as above, along with means for determining an Internet Protocol (IP) address of the 
user equipment when communicating via the IP network (descriptive of initialization of device 
on internet), means for communicating the IP address of the user equipment to an IP/SMS 
gateway (descriptive of routing of IP packets on internet), and means for storing the IP 
address of the user equipment in the IP/SMS database associated with the IP/SMS gateway 
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(descriptive of Registering of IP address of UE & associated SGSN to VLR) , the IP address 
being stored in association with the subscriber identity number, for retrieval in response to the 
SMS message (TS 23.040 Section 4 describes messaging gateways SGSN with attached VLR 
database). This claim is rejected for the same motivation as claim 10. 

27. Regarding claim 12, Shmulevich in view of Provost & TS 23.040 discloses everything 
in Claim 10 as above along with means for setting a flag in the home location database for at 
least the subscriber identity number of the user equipment, a flag indicative of whether the user 
equipment is currently communicating via the IP network, the address of the IP/SMS gateway to 
which SMS messages should be sent being stored in association with the flag (Shmulevich in 
view of TS 23.040 uses the SC and SME gateways to connect to IP networks, and the HLR 
database stores addressing data based on Internationa] Mobile Subscriber Identity [IMSI] 
and the Optional Control Flag can be user defined). This claim is rejected for the same 
motivation as claim 10. 

28. Regarding claim 15, Shmulevich in view of Provost & TS 23.040 discloses everything 
in claim 2 as above, wherein the home location database is arranged to set for at least the 
subscriber identity number of the user equipment, a flag indicative of whether the user 
equipment is currently communicating via the IP network, the address of the IP/SMS gateway to 
which SMS messages should be sent being stored in association with the flag (TS 23.040 section 
3.8.2.3 defines the Optional Control Flag which is user defined to control email 
redirection). This claim is rejected for the same motivation as claim 2. 
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29. Regarding claim 16, Shmulevich in view of Provost & TS 23.040 discloses everything 
in claim 7 as above along with setting a flag in the home location database for at least the 
subscriber identity number of the user equipment, the flag being indicative of whether the user 
equipment is currently communicating via the IP network, the address of the IP/SMS gateway to 
which SMS messages should be sent being stored in association with the flag (TS 23.040 section 
3.8.2.3 defines the Optional Control Flag , which can be redefined or extended by the either 
the SC or SME to control email redirection at the SMS-GMSC for the purpose same as 
claim 8). This claim is rejected for the same motivation as claim 7. 

30. Regarding claim 17, Shmulevich in view of Provost & TS 23.040 discloses everything 
in claim 1 1 as above along with means for setting a flag in the home location database for at least 
the subscriber identity number of the user equipment, a flag indicative of whether the user 
equipment is currently communicating via the IP network, the address of the IP/SMS gateway to 
which SMS messages should be sent being stored in association with the flag (TS 23.040 
Section 4 describes messaging gateways [SMS-GMSC] with attached HLR database, 
holding SMS routing information which would include IP/SMS address information, for 
further specifics TS 23.040 section 3.2.6 describes 'The Mobile Station Not Reachable Flag 
(MNRF) within the HLR' that explicitly describes whether the mobile is available to 
communicate via SMS, and from TS 23.040 section 2.1.1 the HLR database stores other 
address information, and TS 23.040 section 3.8.2.3 defines the Optional Control Flag at the 
which can be redefined or extended by the either the SC or SME to control email 
redirection). This claim is rejected for the same motivation as claim 1 1 . 
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31. Claims 3-5 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shmulevich in view of TS 23.040 and further in view of Provost as applied to claims 1 & 3 
above, and further in view of Uyless Black (Mobile & Wireless Networks published in 
1999) herein after referred as Uyless. 

32. Regarding claim 3, Shmulevich in view of Provost & TS 23.040 discloses the system 
as claimed in Claim 1 as above, wherein the home location database is arranged to set for at 
least the subscriber identity number of the user equipment (TS 23.040 section 2.1.1 HLR stores 
MSIN by definition), a flag indicative of whether the user equipment is currently 
communicating via the IP network, the address of the IP/SMS gateway to which SMS messages 
should be sent being stored in association with the flag (HLR stores the routing information & 
SMS information by definition, TS 23.040 section 2.1.1 SMS-GMSC). 

33. However Shmulevich in view of Provost & TS 23.040 fails to disclose a flag indicative 
of whether the user equipment is currently communication via the ip network, however, the 
examiner maintains that it was well known in the art to provide a flag indicative of whether the 
user equipment is currently communication via the ip network (Mobile & Wireless networks by 
uyless black: page 317 line [22-26] GPRS class A & B monitors packet switched system 
which refers to having indicator or flag to monitor) as taught by Uyless. 

34. Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Shmulevich in view of Provost & TS 23.040 by specifically 
providing a flag indicative of whether the user equipment is currently communication via the ip 
network as taught by Uyless for the purpose of providing uninterrupted service. 
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35. Regarding claim 4, Shmulevich in view of Provost & TS 23.040 discloses everything 
in Claim 1 as above, the authentication server is operable to set the flag in the home location 
database to indicate that the user equipment is currently communicating via the IP terminated 
network and if not set to indicate that the SMS message should be communicated via a serving 
support node of a cellular mobile radio network for delivery to the user equipment, However 
Shmulevich in view of Provost & TS 23.040 fails to disclose the authentication server is 
operable to set the flag in the home location database to indicate that the user equipment is 
currently communicating via the IP terminated network and if not set to indicate that the SMS 
message should be communicated via a serving support node of a cellular mobile radio network 
for delivery to the user equipment, however, the examiner maintains that it was well known in 
the art to provide the authentication server is operable to set the flag in the home location 
database to indicate that the user equipment is currently communicating via the IP terminated 
network (Mobile & Wireless networks by uyless black: page 317 line [22-26] GPRS class A 
& B monitors packet switched system) and if not set to indicate that the SMS message should 
be communicated via a serving support node of a cellular mobile radio network for delivery to 
the user equipment (TS 23.040 section 3.8.2.3 defines the Optional Control Flag at the which 
can be redefined or extended by the either the SC or SME to control email redirection) as 
taught by Uyless. 

36. Therefore it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Shmulevich in view of Provost & TS 23.040 by specifically 
providing the authentication server is operable to set the flag in the home location database to 
indicate that the user equipment is currently communicating via the IP terminated network and if 
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not set to indicate that the SMS message should be communicated via a serving support node of 
a cellular mobile radio network for delivery to the user equipment as taught by Uyless for the 
purpose of providing uninterrupted service. 

37. Regarding claim 5, Shmulevich in view of TS 23.040 disclose a home location database 
stored on a server , the home location database for maintaining address data identifying a current 
location of a user equipment (TS 23.040 Section 2.1.1 describes the home location data base 
HLR implemented as a function in the gateway MSC [SMS-GMSC] hardware), the address 
data providing an address to which an SMS message addressed to the user equipment at a 
subscriber identity number should be sent (TS 23.040 section 2.1.1 the gateway holds SMS 
routing information), wherein the home location database is arranged to provide a gateway 
mobile switching centre with an address of an IP/SMS gateway for communicating the SMS 
message to the user equipment at the subscriber identity number (TS 23.040 Section 4 describes 
messaging gateways [SMS-GMSC] with attached HLR database), when the user equipment 
is communicating via an Internet Protocol (IP) network using an Internet Protocol, 
communication being terminated on the IP network (Shmulevich: Fig 2) and the user equipment 
acting as an Internet Protocol (IP) client, the address of the IP/SMS gateway being provided by 
an authentication server (TS 23.040: page 92, Fig 16a: note 1 indicates authentication 
procedure which indicates presence of authentication server), which determines the IP/SMS 
gateway from the IP network via which the user equipment (description of IP functionality) is 
communicating the home location database being arranged to store for at least the subscriber 
identity number of the user equipment (TS 23.040 section 2.1.1 describes that the gateway 
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holds SMS routing information which includes IP, SMS address information and IMSI 
number), a flag indicative of whether the user equipment is currently communicating via the IP 
network and acting as an Internet Protocol (IP) client, and if the flag is set to indicate that the 
user equipment is currently communicating via the IP network, an address of the IP/SMS 
gateway to which SMS messages should be sent (TS 23.040 section 3.8.2.3 defines the 
Optional Control Flag which can be redefined or extended by the SC or SME to control 
email redirection). However Shmulevich in view of TS 23.040 fails to disclose a flag 
indicative of whether the user equipment is currently communicating via the IP network, 
however examiner maintains that it was well known in the art to provide a flag indicative of 
whether the user equipment is currently communicating via the IP network (Mobile & Wireless 
networks by Uyless black: page 317 line [22-26] GPRS class A & B monitors packet 
switched system) as taught by Uyless. 

38. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Shmulevich in view of TS 23.040 by specifically providing a flag 
indicative of whether the user equipment is currently communicating via the IP network as 
taught by Uyless for the purpose of providing uninterrupted service. 

39. However, Shmulevich in view of TS 23.040 & Uyless fail to disclose explicitly user 
equipment acting as an Internet Protocol (IP) client, however, the examiner maintains that it was 
well known in the art to provide user equipment acting as an Internet Protocol (IP) client as 
taught by Provost. 

40. In a similar field of endeavor Provost discloses providing a supplementary service in a 
mobile communication system. In addition Provost discloses user equipment acting as an 
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Internet Protocol (IP) client. 

41 . Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Shmulevich in view of TS 23.040 & Uyless by specifically 
providing user equipment acting as an Internet Protocol (IP) client as taught by Provost, for the 
purpose of providing compatibility with GPRS standard. 

42. Regarding claim 18, Shmulevich discloses a network of devices for communicating a 
Short Message Service (SMS) message to a mobile device using a subscriber identity number 
terminating on an Internet Protocol network using an Internet Protocol (IP) (Shmulevich: 
Abstract and Fig 1-2 along with paragraph 0008-0009), the mobile device acting as an 
Internet Protocol (IP) client (Shmulevich: paragraph 0024 discloses LAN linking to the 
control unit), the network of devices comprising a short message service centre (SM-SC) 
(Shmulevich: paragraph 0007 & Fig 2:42), a gateway mobile switching centre (GMSC) 
(Shmulevich: Fig 2:72) of an SMS network for communicating SMS messages (Shmulevich: 
paragraph 0054 lines [18-20] discloses SMS gateway carrying SMS messages between SMS 
center 42, hence SMS network), an Internet Protocol/SMS (IP/SMS) gateway (Shmulevich: 
Fig 5:112, Fig 3A:74 & paragraph 0019-0020 & 0054) for communicating between the SMS 
network (Shmulevich: paragraph 0054 lines [18-20] discloses SMS gateway carrying SMS 
messages between SMS center 42, hence SMS network), the mobile device (Shmulevich: ) 
and the IP network (Shmulevich: Fig 3A, 3B & 4:90) and a home location database (HLR/HSS) 
(Shmulevich: paragraph 0029 discloses HLR/HSS) for maintaining address data identifying a 
current location of the mobile device, the gateway mobile switching centre (Shmulevich: Fig 
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3 A, 3B & 4:90) being operable, 

in response to the SMS message received from the short message service centre to 
interrogate the home location database for an address to which the SMS message should be sent, 
the home location database being operable to provide the gateway mobile switching centre with 
an address of the IP/SMS gateway stored in association with the subscriber identity number, the 
gateway switching centre being operable 

to send the SMS message to the IP/SMS gateway, the IP/SMS gateway being operable to 
retrieve an Internet Protocol address corresponding to the subscriber identity number stored in an 
IP/SMS database associated with the IP/SMS gateway, and 

to communicate the SMS message to the mobile device at the retrieved IP address via the 
IP network, wherein the IP network includes an authentication server which is operable to 
determine the IP/SMS gateway address from the IP network via which the mobile device is 
communicating, and to communicate the IP/SMS gateway address to the home location database, 
the IP/SMS gateway address being stored in the home location database in association with the 
subscriber identity number for retrieval by the gateway mobile switching centre in response to 
the received SMS message, 

wherein the home location database sets for at least the subscriber identity number of the 
mobile device, a flag indicative of whether the mobile device is currently communicating via the 
IP network, the address of the IP/SMS gateway to which SMS messages should be sent being 
stored in association with the flag. However, Shmulevich fails to discloses explicitly the user 
equipment acting as an Internet Protocol (IP) client & in response to the SMS message received 
from the short message service centre to interrogate the home location database for an address to 
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which the SMS message should be sent, the home location database being operable to provide 
the gateway mobile switching centre with an address of the IP/SMS gateway stored in 
association with the subscriber identity number, the gateway switching centre being operable 

to send the SMS message to the IP/SMS gateway, the IP/SMS gateway being operable to 
retrieve an Internet Protocol address corresponding to the subscriber identity number stored in an 
IP/SMS database associated with the IP/SMS gateway, and 

to communicate the SMS message to the mobile device at the retrieved IP address via the 
IP network, wherein the IP network includes an authentication server which is operable to 
determine the IP/SMS gateway address from the IP network via which the mobile device is 
communicating, and to communicate the IP/SMS gateway address to the home location database, 
the IP/SMS gateway address being stored in the home location database in association with the 
subscriber identity number for retrieval by the gateway mobile switching centre in response to 
the received SMS message, 

wherein the home location database sets for at least the subscriber identity number of the 
mobile device, a flag indicative of whether the mobile device is currently communicating via the 
IP network, the address of the IP/SMS gateway to which SMS messages should be sent being 
stored in association with the flag. 

43. However, the examiner maintains that it was well known in the art to provide in response 
to the SMS message received from the short message service centre to interrogate the home 
location database for an address to which the SMS message should be sent (Functionality define 
by the standard TS 23.040: page 26, fig 5 & page 27, Section 5.2.1. line [1-2]), the home 
location database being operable to provide the gateway mobile switching centre with an address 



Application/Control Number: 10/574,737 Page 24 

Art Unit: 2617 

of the IP/SMS gateway stored in association with the subscriber identity number (Definition of 
SMS-GMSC define by standard TS 23.040: page 26, fig 5 & page 9, Section 2.2.1 The 
subscriber identity number used with the databases is the International Mobile Subscriber 
Identity [IMSI], hence HLR communicating accordingly with GMSC), the gateway 
switching centre being operable 

to send the SMS message to the IP/SMS gateway (Definition of SMS-GMSC & 
MSC/SGSN by standard TS 23.040: page 26, fig 5 & page 9, Section 2.2.1), the IP/SMS 
gateway being operable to retrieve an Internet Protocol address corresponding to the subscriber 
identity number stored in an IP/SMS database associated with the IP/SMS gateway (Definition 
of MSC/SGSN TS 23.040: page 26, fig 5 & page 9, Section 2.2.1), and 

to communicate the SMS message to the mobile device at the retrieved IP address via the 
IP network (TS 23.040 section 2.1.1 MSC/SGSN described as performing packet switching 
which indicates having a database that provides appropriate labels for switching), wherein 
the IP network includes an authentication server (TS 23.040: page 92, Fig 16a: note 1 indicates 
authentication procedure which indicates presence of authentication server via IP network) 
which is operable to determine the IP/SMS gateway address from the IP network via which the 
mobile device is communicating, and to communicate the IP/SMS gateway address to the home 
location database (MNRR definition describes when SGSN address is communicated to 
HLR as defined by TS 23.040: Page 14), the IP/SMS gateway address being stored in the home 
location database in association with the subscriber identity number for retrieval by the gateway 
mobile switching centre in response to the received SMS message (TS 23.040 section 2.1.1 
describes that the gateway holds SMS routing information which would include IP and 
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SMS address information and IMSI number), 

wherein the home location database sets for at least the subscriber identity number of the 
mobile device, a flag indicative of whether the mobile device is currently communicating via the 
IP network, the address of the IP/SMS gateway to which SMS messages should be sent being 
stored in association with the flag. 

44. Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify the Shmulevich with the teachings of TS 23.040 for the 
purpose of providing compatibility with the 3GPP standard. 

45. However Shmulevich in view of TS 23.040 fails to disclose a flag indicative of whether 
the user equipment is currently communicating via the IP network, however examiner maintains 
that it was well known in the art to provide a flag indicative of whether the user equipment is 
currently communicating via the IP network (Mobile & Wireless networks by Uyless black: 
page 317 line [22-26] GPRS class A & B monitors packet switched system) as taught by 
Uyless. 

46. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Shmulevich in view of TS 23.040 by specifically providing a flag 
indicative of whether the user equipment is currently communicating via the IP network as 
taught by Uyless for the purpose of providing uninterrupted service. 

47. However, Shmulevich in view of TS 23.040 & Uyless fail to disclose the user 
equipment acting as an Internet Protocol (IP) client, however, the examiner maintains that it was 
well known in the art to provide the user equipment acting as an Internet Protocol (IP) client as 
taught by Provost (Provost: Fig 5A & Col. 6 lines [1-16] & Col 3 lines [34-47] discloses 
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Mobile capable of handling IP protocol transaction). 

48. In a similar field endeavor Provost discloses providing a supplementary service in a 
mobile communication system. In addition, Provost discloses the user equipment acting as an 
Internet Protocol (IP) client. 

49. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Shmulevich in view of TS 23.040 & Uyless by specifically 
providing the user equipment acting as an Internet Protocol (IP) client as taught by Provost for 
the purpose of providing compatibility with GPRS standard. 

Response to Arguments 

50. Applicant's arguments filed on 1 1/16/2009 have been fully considered but they are not 
persuasive. 

a. Applicant's argument regarding 35 U.S.C. 103 on page 2 \ 0003- page 10 ^ 4, 
page 8 0001 regarding Shmulevich in view of TS 23.040 and Provost fails to teach 
"Just because an authentication procedure is indicated does not mean it teaches the IP 
network includes an authentication server which is operable to determine the IP/SMS 
gateway address from the IP network via which the UE is communicating", however the 
Examiner respectfully disagrees with Applicant's interpretation as cited in this and the 
previous action, when an authentication procedure is performed in IP network, it does 
mean presence of authentication server that is compatible with IP network, when 
combined with Shmulevich and Provost as cited, Applicant's invention as claimed can be 
achieved. In response to Applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
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are based on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

b. Applicant's argument regarding 35 U.S.C. 103 on page 3 \ 0002 - page 4 1 0002 
regarding "SMS data is not transmitted to individual device (User Equipment or UE) via 
an IP network, Shmulevich: paragraph 0054 as indication of IP network connection 
between the gateways but not between mobile network and User Equipment(UE), the 
Examiner disagrees as paragraph 54 lines [4-7] clearly suggest cellular infrastructure is 
directly connected to UE, it also suggests cellular infrastructure is replaced by IP 
network, when both are combined as suggested, IP network directly communicating with 
UE. However, for citation the Examiner has clearly provided additional reference 
Provost (Col 3 lines [24-26] & [34-47]) to prove UE communicating directly with IP 
Network. Further, Applicant also argues regarding what it means by "cellular 
infrastructure", it is well known in the art that "cellular infrastructure" all the network 
equipment other than User terminal & similar meaning also applies to IP Network 
infrastructure. 

c. Applicant's argument regarding 35 U.S.C. 103 on page 4 ]f 0003 - page 5 \ 0003 
regarding Provost & Shmulevich are either non-analogous art or teaches away from the 
Applicant's invention and there is no reason/incentive/motivation to combine both with 
TS23.040, however the Examiner disagrees as Applicant's invention is related to 
telecommunication system for communicating a SMS (Short message service) to UE 
(User Equipment) using Subscriber identity number terminating on IP network. 
Shmulevich discloses a system that transmits and receive signaling messages and media 
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data (i.e. SMS) over packet switched network (i.e. IP network), Provost discloses system 
for providing prepaid SMS service in packet radio network (GPRS, LAN WAN & IP 
network). 

d. In response to Applicant's argument that Provost is nonanalogous art, it has been 
held that a prior art reference must either be in the field of applicant's endeavor or, if not, 
then be reasonably pertinent to the particular problem with which the applicant was 
concerned, in order to be relied upon as a basis for rejection of the claimed invention. 
See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, 
Provost discloses system for providing prepaid SMS service in packet radio network 
(GPRS, LAN WAN & IP network). 

e. In response to Applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art . See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and/n re Jones, 
958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the motivation to combine 
Shmulevich and Provost is as cited in this action along with combining with TS23.040 is 
to provide compatibility with 3 GPP standard . 

f. In response to Applicant's argument that page 5 Tf 3 regarding Shmulevich teaches 
away from the claimed invention, the fact that applicant has recognized another 
advantage which would flow naturally from following the suggestion of the prior art 
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cannot be the basis for patentability when the differences would otherwise be obvious. 
See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 

g. Applicant's argument on page 5 \ 0003 - page 6 0001 regarding no advantage 
of Shmulevich's invention and it will involve complex modification, the examiner 
disagree in art it is always business decision for implementing a technology, advantage 
and complexity are taken into consideration while making business decision. 

h. Applicant's argument on page 6 H 0003 regarding Provost failing to teach UE 
connection with IP network, however the examiner disagrees as cited (Provost: Fig 5 A & 
Col. 6 lines [1-16] & Col 3 lines [34-47]) Provost clearly teaches UE capable of handling 
IP protocol transaction. 

i. Applicant's argument on page 1 1 \ 0003 - page 13 H 0001 regarding Shmulevich, 
Provost, TS 23.040 & Uyless fails to teach setting a flag and the fact that a class B station 
is capable of "monitoring" both circuit switched and packet switched networks do not 
imply flag is set when the UE is attached to an IP network", however, the examiner 
disagrees, It is very well known technique in art to have a flag as an indication of an 
event, or to monitor a particular condition, here it is UE being attached to IP network. 
Uyless indicates monitoring the event as cited, it is obvious to perform it via setting a flag 
to indicate it. 

j. Similarly response to Applicant's argument regarding dependent claims 2-4, 7-9, 
11, 12, and 15-17 can be found above. 

Conclusion 

5 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 



Application/Control Number: 10/574,737 Page 30 

Art Unit: 2617 

policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Munjal Patel whose telephone number is (571)270-5541. The 
examiner can normally be reached on Monday - Friday 9:00 AM - 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rafael Perez-Gutierrez can be reached on 571-272-7915. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
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like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/M. P./ /Rafael Perez-Gutierrez/ 

Examiner, Art Unit 2617 Supervisory Patent Examiner, Art Unit 2617 



